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Art Unit: 1616 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claims 1 (in part), 2-3, and 4 (in part), drawn to a method for obtaining lumber 
that does not require termite-proofing, the method comprising injecting a tree trunk with 
a preparation comprising a neonicotinoid-based insecticide, a solvent miscible in water, 
and surfactant. 

Group II, claims 1 and 4 (all claims in part), drawn to a method for obtaining lumber that 
does not require termite-proofing, the method comprising injecting a tree trunk with a 
preparation comprising an organic phosphorus-based insecticide, a solvent miscible in 
water, and surfactant. 

Group III, claims 1 and 4 (all claims in part), drawn to a method for obtaining lumber that 
does not require termite-proofing, the method comprising injecting a tree trunk with a 
preparation comprising a synthetic pyrethroid-based insecticide, a solvent miscible in 
water, and surfactant. 

Group III, claims 1 and 4 (all claims in part), drawn to a method for obtaining lumber that 
does not require termite-proofing, the method comprising injecting a tree trunk with a 
preparation comprising a carbamate-based insecticide, a solvent miscible in water, and 
surfactant. 

The groups of inventions listed above do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons. 

Under lack of unity rules, unity of invention exists only when there is a technical 
relationship among the claimed inventions involving one or more of the same or 
corresponding special technical features. The expression "special technical features" is 
defined as meaning those technical features that define a contribution which each of the 
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inventions, considered as a whole, makes over the prior art. The "contribution over the 
prior art" is considered with respect to novelty and inventive step. Further, under 
Markush practice, all alternatives must have a common property AND (i) common 
structure must be present in all alternatives or (ii) all alternatives must belong to a 
recognized class of chemical compounds. See PCT Rule 13.1 and 13.2; see also 
MPEP 1850. 

Here, the same or corresponding technical relationship among the claimed 
inventions is the step of injecting into the trunk of a tree a termite-proofing preparation. 
However, EP 1293122 (submitted by applicant in the IDS of 9/6/2006) discloses a plant 
protection product for injection in arboreal plants, e.g. trunk of such plants (see 
paragraph 40), comprising a solution of at least one insecticide and an organic solvent 
such as ethanol (claims 1 , 2, 5). Similarly, JP 8175914 (also submitted by applicant in 
the IDS of 9/6/2006) discloses injecting into wood trunk insecticides such as 
organophosphorus or carbamate insecticides with surfactant or solvent. Therefore, the 
technical feature common to all the inventions fails to define a contribution over the prior 
art; and consequently, there is no special technical feature that defines a contribution 
which each of the inventions, considered as a whole, makes over the prior art. Further, 
under Markush practice, all the alternatives fail to have a common structure or belong to 
a recognized class of chemical compounds - for example, neonicotinoids as a class do 
not belong to the same class of compounds as organic phosphorus compounds, 
synthetic pyrethroids, or carbamates. 

For these reasons, the claims lack unity of invention. 
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Telephone calls were made to Mr. Hamilton and Mr. Teoli on 9/15/10 and 9/16/10 
to request an oral election to the above restriction requirement, but did not result in an 
election being made. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement may be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does 
not distinctly and specifically point out supposed errors in the restriction requirement, 
the election shall be treated as an election without traverse. Traversal must be 
presented at the time of election in order to be considered timely. Failure to timely 
traverse the requirement will result in the loss of right to petition under 37 CFR 1 .144. If 
claims are added after the election, applicant must indicate which of these claims are 
readable on the elected invention or species. 

Should applicant traverse on the ground that the inventions have unity of 
invention (37 CFR 1 .475(a)), applicant must provide reasons in support thereof. 
Applicant may submit evidence or identify such evidence now of record showing the 
inventions to be obvious variants or clearly admit on the record that this is the case. 
Where such evidence or admission is provided by applicant, if the examiner finds one of 
the inventions unpatentable over the prior art, the evidence or admission may be used 
in a rejection under 35 U.S.C. 1 03(a) of the other invention. 
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Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to JOHN PAK whose telephone number is (571)272-0620. 
The Examiner can normally be reached on Monday to Friday from 8 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
SPE, Johann Richter, can be reached on (571)272-0646. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571)272- 
1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/John Pak/ 

Primary Examiner, Art Unit 1616 



